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The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the
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GARRI' S, Administrative Patent Judge.

DECI SI ON ON APPEAL
This is a decision on an appeal fromthe final rejection
of clainms 1 through 10 and 17 through 22 which are all of the

clainms remaining in the application.

! Application for patent filed July 20, 1993.
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The subject natter on appeal relates to a process for
depositing a borophosphosilicate glass on a substrate which
conprises mxing tetramethyl cyclotetrasil oxane and trinethyl -
borate together to forma first gaseous m xture, m Xxing
trimet hyl phosphite and oxygen together to forma second
gaseous m xture and heating the second gaseous m xture, and
i ntroducing the first and second gaseous m xtures into the
reactor at different |ocations renote fromthe substrate.
Thi s appeal ed subject matter is adequately illustrated by
I ndependent claim6 which reads as foll ows:

6. A process for depositing a borophosphosilicate gl ass
on a substrate, conprising the steps of:

suppl ying an energi zed substrate;

suppl yi ng sources of the gases tetranethylcyclotetra-
sil oxane, trinethyl borate, trinethyl phosphite, and oxygen;

m xi ng the tetranethyl cyclotetrasil oxane and tri nmethyl -
borate together to forma first gaseous m xture;

m xi ng the trinmethyl phosphite and the oxygen together to
forma second gaseous m xture and heating the second gaseous
m xt ure;

I ntroducing the first gaseous mxture into the reactor
and the second gaseous m xture into the reactor at different
| ocations renote fromthe substrate; and
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causing the first gaseous m xture and the second gaseous
m xture to mx together and to flow past the energized
substrate.

The reference relied upon by the exam ner as evidence of
obvi ousness is:
Lagendi j k 5, 028, 566 Jul .

2, 1991

Al of the clainms on appeal stand rejected under 35
UusS C
8 103 as bei ng unpatentable over Lagendijk. In the paragraph
bridgi ng pages 4 and 5 of the Answer, the exam ner expressed
hi s basi c obvi ousness position as foll ows:

Wth respect to clains 1 and 6, Lagendijk
teaches m xi ng TMCTS and oxygen, upon entry into the
furnace, to produce an SiQ film Lagendijk fails to
recite the sequence of mxing the four constituents
(TMCTS, TWPI, TMB and O for the deposition of a
bor ophosphosilicate filmor that the m xtures are
di vided into two separate m xes and that the second
m xture is supplied between the first m xture and
the substrate. Lagendijk is silent on how the
constituents of the doped SIO filmare mxed. It is
the exam ner's position that Lagendijk's disclosure
is generic to all sequences of feeding in the
reacti ve gases and includes m xing the silane and
boron sources together in one |location, mxing the
phosphorous and oxygen in another distinct |ocation
and causing the m xtures to formone m xture which
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cones in contact with the substrate with the

expectation that any conbi nati on woul d produce

simlar results. The separate m xtures are

eventual ly m xed into one m xture before contacting

the substrate and therefore, it is the examner's

position that the manner in which the gases are

supplied would be within the skill of the design

engi neer working in this art.

This rejection cannot be sustained for several reasons.

In the first place, the examner is incorrect in stating
that “Lagendijk's disclosure is generic to all sequences of
feeding in the reactive gases.” This disclosure, in fact, is
limted to a single specific enbodi mrent which is shown in
Figure 1 and described in colum 6 wherein the reactive gases
are mxed prior to entry into the furnace or reactor. This
speci fic enbodi nent, of course, is conpletely distinct from
the appellants' cl ainmed process wherein certain reactive gases
are mxed to formfirst and second gaseous m xtures that are
i ntroduced into the reactor at different |ocations renote from
the substrate. Indeed, it quite clearly would be inpossible
to practice this clainmed process via the sol e enbodi nent

specifically disclosed by Lagendijk as is readily apparent

fromeven a cursory study of patentee's Figure 1 apparatus.
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Secondly, the examiner's “generic to all” position is
sinply not the appropriate test for assessing obvi ousness
within the neaning of 35 U.S.C. 8 103. Instead, the test is
whet her there is sonmething in the prior art to suggest the

desirability, and thus the obviousness, of the nodification in

guestion. |In re Dem nski, 796 F.2d 436, 442, 230 USPQ 313,

315 (Fed. Gir. 1986); Fronmson v. Advance Ofset Plate, Inc.,

755 F.2d 1549, 1556, 225 USPQ 26, 31 (Fed. G r. 1985). Here,
there is sinply nothing in Lagendijk's disclosure which would
have suggested nodifying his process so as to result in the
here clained m xing and introducing steps. On the contrary,
it 1s our perception that one with ordinary skill in the art
woul d have been di scouraged from maki ng such a nodification
because the resulting process would be substantially nore
conplicated with no apparent advantage relative to patentee's
process.

In addition to the foregoing, we point out that Lagendijk
expressly eval uated various process paraneters in Exanple 1
and that this paraneter evaluation did not include any
alteration of the manner in which his reactive gases were

m xed and i ntroduced into the furnace or reactor. Fromt he
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perspective provided by this reference, therefore, it nust be
concluded that the prior art failed to recognize as a result
effective variable the manner in which reactive gases are

m xed and introduced into a reactor. In this regard, it is
wel |l settled that the optim zation of a process paraneter
woul d not have been obvious if the paraneter was not

recogni zed to be a result effective variable. 1n re Antonie,

559 F.2d 618, 620, 195 USPQ 6, 9 (CCPA 1977).
To summarize, it is apparent that the exam ner's above
not ed obvi ousness position is inappropriately based upon

unsupported generalities rather than facts (lLn re Freed, 425

F.2d 785, 787, 165 USPQ 570, 571 (CCPA 1970)) and hi ndsi ght
derived fromthe appellants' own disclosure rather than sone

teachi ng, suggestion or incentive derived fromthe applied

prior art (Gore v. Garlock, 721 F.2d 1540, 1553, 220 USPQ 303,
312-313 (Fed. Gr. 1983)). It follows that we cannot sustain
the 8 103 rejection advanced by the exam ner on this appeal.

The decision of the exam ner is reversed.
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REVERSED

BRADLEY R. GARRI S
Adm ni strative Patent Judge
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